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 When valuable inventions are patented 
and enter the marketplace, the prospect of 
patent litigation looms large. This prospect is 
hitting home for the life sciences industry, as 
more and more life sciences inventions are 
commercialized. 

 For executives in the life sciences and 
scientists who obtain patents for their 
inventions and discoveries, and wish to learn 
about how their patents might be enforced 
against and / or challenged by others,  Anatomy 
of a Patent Case  is the perfect resource. The 
information is compiled in short and concise 
chapters written by expert patent trial 
attorneys addressing the  ‘ anatomy ’  or various 
elements of a patent case. The book begins 
appropriately, in Chapter 1, with an excellent 
summary of a United States patent and a 
hypothetical patent case relating simply to a 
pizza box, followed by Chapters 2 – 14 
addressing the various issues and procedures of 
a patent case. Although the book was written 
for judges and lawyers,  1   it is also a helpful 
resource for executives and scientists wanting 
to learn (more) about patent law and the 
elements of a patent case to help guide their 
decision making during product / invention 
development and beyond. 

 Chapter 1 provides an introduction to 
patent litigation for the non-expert, as 
evidenced by its title:  ‘ The Pizza Box 
Case  –  Anatomy of a Case for Patent 

Novices ’ . The discussion of the patent 
case (about an improved pizza box) begins 
with a summary of the patent in dispute, 
which is an actual United States patent, 
three pages in length, attached at the end of 
the chapter. Chapter 1 describes the parts 
of a patent case, emphasizing the  ‘ claim 
construction ’  portion of the case. An 
excellent illustration is provided of how 
the parties, that is, the patent holder and 
the accused infringer, might argue in court 
their respective constructions or interpretations 
of disputed claim terms, using PowerPoint 
slides. More detailed information about the 
claim construction proceeding, also known 
as a  ‘ Markman hearing ’ , is provided in 
Chapter 8. 

 The remainder of the book is mostly for 
judges and lawyers, but also would be useful 
to scientists and other non-lawyers interested 
in learning more about a patent case. 

 Chapter 2 summarizes how a patent holder 
alleges infringement in a  ‘ Complaint ’ , 
including the types of infringement and 
the damages and remedies available to the 
patent holder for infringement. The accused 
infringer ’ s  ‘ answer ’  to the complaint is 
addressed in Chapter 4, including the 
 ‘ affi rmative defenses ’  of patent invalidity 
(the patented invention was known or 
obvious over the prior art, and / or the patent 
fails to describe or enable, that is, teach a 
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person skilled in the art how to make and 
use, the invention) and unenforceability 
(the patent holder committed inequitable 
conduct before the US Patent Offi ce by 
materially misrepresenting or withholding 
material prior art from the patent examiner 
during the prosecution of the patent).  2   Also 
described are various types of  ‘ counterclaims ’ , 
including for unfair competition and tortuous 
interference (for when the patent holder 
makes improper allegations to the accused 
infringer ’ s customers of infringement of the 
patent). 

 Chapter 5 addresses  ‘ preliminary injunction 
motions ’  (for when the patent holder wants 
to stop infringement of the patent as soon 
as possible after the case is brought). 

 Most patent cases never make it to a full 
 ‘ patent trial ’  before the court or a jury, but 
are instead decided on  ‘ summary judgment ’  
by the court, based on written briefs and oral 
argument by the parties. Chapter 9 
summarizes the issues and procedures relating 
to bringing a summary judgment motion, 
including for summary judgment of 
infringement or non-infringement, validity or 
invalidity and unenforceability, as well as 
addressing the timing of the summary 
judgment motion and the evidence supporting 
and opposing the motion. 

 Finally, the later chapters address the patent 
trial, and pre-trial and post-trial proceedings, 
including the appeal. Chapter 14 addresses 
patent trials in Canada. 

  Anatomy of a Patent Case  is an excellent 
book. Although mostly for judges and 

lawyers, the book also is useful to scientists 
and other non-lawyers interested in learning 
(more) about a patent case.       

 NOTES 
   1   .    See the Preface, at pages ix – x, reporting that  ‘ the 

Complex Litigation Committee of the American 
College of Trial Lawyers (ACTL) was charged in 
2005 with drafting a manual detailing a patent case 
for the purpose of informing judges and lawyers 
not familiar with patent litigation of commonly 
used practices in this area of the law ... (T)he 
many published treatises on patent litigation (were 
reviewed and it was) determined that none addressed 
the issues in the form of a concise guide to patent 
litigation for trial judges and lawyers ’   .  

   2   .    With any patent reference book, there will be times 
when the patent law cited is incorrect or inaccurate 
at the time of reading because of a change in the 
patent law by the Federal Circuit or the US 
Supreme Court. One such instance appears on page 
41, where it is written that the Federal Circuit 
has not directly ruled on whether or not the 
 ‘ particularity requirement ’  of Federal Rule of Civil 
Procedure 9(b) applies to pleading inequitable 
conduct in the Answer. In August 2009 (after the 
publication date of the book), the Federal Circuit 
ruled in  Exergen Corp.  v . Wal-Mart Stores, Inc. , 575 
F.3d 1312, 91 USPQ2d 1656 (Fed. Cir. 2009) that 
Rule 9(b) does apply to pleading inequitable 
conduct, and that Rule 9(b) requires the pleading 
to set forth the particularized factual bases for 
the allegation, that is, identify the specifi c  ‘ who, 
what, when, where, and how ’  of the material 
misrepresentation or omission committed before 
the Patent Offi ce. A resource for keeping up to 
date on the current patent law decisions by the 
Federal Circuit and the US Supreme Court is the 
IP Law Outline,     http://www.iplawoutline.com  .    
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